United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/542,020 



02/17/2006 



2292 7590 04/11/2008 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



0425-1197PUS1 



USELDING.JOHNE 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
04/11/2008 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 

following e-mail address(es): 

mailroom@bskb.com 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/542,020 


Applicant(s) 

SHIROTAET AL. 


Examiner 

John Uselding 


Art Unit 
4171 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . Claim 10 provides for tine use of an additive, but, since tine claim does not set 
forth any steps involved In the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

ClaimlO is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition 
of a process, i.e., results in a claim which is not a proper process claim under 35 
U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Bmnner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

3. Claims 1-3, 6, and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Hirota et al. (4,479,893). 
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4. Hirota et al. teach a composition containing pliosplioric monoesters and diesters 
(column 5, lines 45-47), ionic surfactants (column 2, line 37), and nonionic surfactants 
(column 3, line 22). 

5. Regarding claim 1 : Applicant claims a monoester and a diester wherein the 
monoester weight content ranges from 0.4 to .95. Hirota et al. teach a limited Markush 
of what the phosphoric mono and diesters could be in their invention. There are 
species of their Markush that anticipate the Markush of the applicant in claim 1 . An 
example of a phosphoric monoester that would fit the Markush of the applicant and 
Hirota et al. is 2-(dodecyloxy)ethyl dihydrogen phosphate. An example of a phosphoric 
diester that would fit the Markush of the applicant and Hirota et al. is bis(2- 
(dodecyloxy)ethyl) hydrogen phosphate. Hirota et al. also teach the weight ratio of their 
monoester to diester. Given that the weight ratio could be 50/50 (column 5, lines 45-47) 
the weight content according to applicants formula is 0.5. 

6. Regarding claim 2: applicant adds to the composition (1 ) a nonionic compound 
having a C8 to C26 alkyi group and a polyoxyalkylene group comprising a C2 to C4 
oxyalkylene group wherein the average added mole number is 3-400 and (2) an ionic 
compound having a C8 to C26 alkyI group and a polyoxyalkylene group comprising a 
C2 to C4 oxyalkylene group wherein the average added mole number is 5-400. Hirota 
et al. teach using an ionic surfactant and a nonionic surfactant. The nonionic surfactant 
(1) is disclosed as having an alkyI group of 8-20 carbons and a polyoxyethylene group 
wherein the average added mole number is 3-12 (column 3, lines 22-26). The ionic 
surfactant (2) is disclosed as having an alkyI group of 8-20 carbons and a 
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polyoxyethylene group wherein the average added mole number is 0.5-8 (column 2, 
lines 41-45). 

7. Regarding claim 3: applicant claims that the nonionic compound is represented 
by one of the formulas given. Hirota et al. teach the use of a nonionic compound that 
meets the limitations of formula (2). The polyoxyethylene alkyi of 8-20 carbons (column 
3, lines 22-26) fits the Markush of formula (2). The compound of Hirota et al. contains 
3-12 mols of oxyethylene (column 3, lines 22-26). 

8. Regarding claim 6: applicant claims a new formula for the mono and diester. 
Both of the examples given above of 2-(dodecyloxy)ethyl dihydrogen phosphate and 
bis(2-(dodecyloxy)ethyl) hydrogen phosphate also meet the limitations of formula (1-1). 

9. Regarding claim 1 1 : applicant claims adding the composition of claim 1 to a 
hydraulic composition. The most basic definition of hydraulic is something that is 
operated, moved or effected by means of water. Since Hirota et al. uses their 
composition in a shampoo, it is moved and effected by means of water (column 8, lines 
30-39). 

Allowable Subject Matter 

10. Claims 4-5, and 7-9 are allowed. The composition of claims 1-3 and the 
copolymer of claim 4 are not novel. The composition is taught as a shampoo 
composition by Hirota et al. (4,479,893). The copolymer is taught by Yamato et al. 
(5,707,445 and 6,239,241) to be used in a concrete admixture to reduce the viscosity of 
hydraulic compositions. It is not obvious to combine the copolymer of Yamato et al. with 
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the shampoo composition of Hirota et ai. The prior art also does not teach the 
composition of claim 1 combined with a hydraulic powder. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Uselding whose telephone number Is (571)270- 
5463. The examiner can normally be reached on Monday-Thursday 6:00a.m. to 
4:30p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on 571-272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated Information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ID. Lawrence Tarazano/ John Uselding 

Supervisory Patent Examiner, Art Unit 41 74 Examiner 

Art Unit 4171 
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